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Remarks 

Claims 1-22 are pending for the Examiner's consideration* including amended 
claims 1, 4, 5, 7, 8, U and 18, as well as new < laims 21 and 22. No new matter is believed to 
have been added. Claim 4 stands withdrawn f om consideration. 

Objection to the Specification 

In the Office Action, the specif cation was objected to as failing to provide 
proper antecedent basis for the recitation in cl dm 16 of "a silver layer abutting an 
antireflection dielectric layer." However, Api licants draw the Examiner's attention to the 
specification at page 3, lines 26-27 stating tha "[a] silver layer may abut an antireflection 
dielectric layer," Moreover, the specification >tates at page 7, lines 3-6 that "[p]referably, 
surface coating S is a thin, multilayer film sys em having two functional layers made of 
silver, as well as stop and antireflection dielectric layers which are placed above, below and 
between the silver layers." Thus, Applicants t>elieve that the objection should be withdrawn. 

Rejections Under 35 U.S.C g 1 12. 1 2 

Claims* 1-3 an<f5-2fi were rejeSted in the Office Action tinder 35 U-SJC.*! 12, 
1 2 as being indefinite for failing to particular y point out an distinctly claim the subject 
matter which applicant regards as the inventk n. The Office Action states that "[w]ith respect 
to claims 1 and 18, it is unclear as to what is meant by the protective coating 'covering, at 
least an external boundary edge of the transpa rent surface coating/" The Office Action also 
states that «'[w]ith respect to claim 1 1, it is un ;lear as to what is meant by 'the transparent 
surface coating being removed proximate at least one edge of the coated pane in a region 
between about 0.1-5 mm from a peripheral ec ge of the pane along a main surface of the 
pane" In response, claims 1, 11 and 18 have been amended for clarification purposes, and 
Applicants believe that the § 112, 12 rejection have been overcome. 

Finally, with respect to claim .6, the Office Action states that "it is unclear 
what is meant by the silver layer abutting an roitireflection dielectric layer/' As discussed 
above with respect to the objection to the spe ufication, Applicants believe that the term 
"abutting" is adequately disclosed in the appl cation, and moreover that the meaning of the 
term "abutting" is well known, Thus, Applic mts traverse the § 1 12, % 2 rejection with 
respect to claim 16. Applicants respectfully t ubmit that no amendment of claim 16 is 
necessary for clarification of this term. 
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In the Office Action, claims 1, 5, 7, 9 and 
103(a) as being unpatentable over U.S. Patent No. 5,99 
tew of U.S. Patent No. 4,994,650 to Koontz ("Koontz"J 
rweadey, H et at. ('Tweadey"). The rejection respectful 
The Office Action states: 
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11-19 were rejected under 35 U.S.C 
1,136 to Winter et al. ("Winter") in 
Ld U.S. Patent No. 5,131,967 to 
|y is traversed. 

near the peripheral edge of 



Winter teaches . . . applying a protective layer 12 j 
the coated pane wherein the protective layer is id permeable to diffusion ot 
water vapor and covers a portion of the uncoatedjegion of the pane^anda^ 
portion of the coated region of the pane. (Figure j 
29-32; column 5, lines 23-25). 



; column 4 f lines 14-20 and 



\pplicants respectfully disagree with the Examiner's ch 

I 

anderstood, Winter fails to teach or suggest a protective 



impermeable to diffusion of water vapor and covering al least a portion of the exposed region 



.rasterization of Winter. Instead, as 
ayer being substantially 



ransparent surface coating beyond 
as recited in amended independent 



jf the coated pane and extending across a portion of the 
an edge thereof proximate the peripheral edge of the pa 
claim 1 . Nor does Winter teach or suggest a transition jtgion extending between coated and 

^^ncoatedregions ofthe.^s^ , ^ 

impermeable to diffusion of water vapor, as recited in attended independent claim 11. Nor 
does Winter teach or suggest a protective coating bein^lubstantially impermeable to 
diffusion of water vapor and covering at least a portionlf the exposed region of the first pane 
and extending across a portion of the transparent surfacj coating beyond an edge thereof 
proximate the at least one peripheral edge of the pane, s ; recited in amended independent 
claim 18. As understood, no such teaching or suggestic i can be discerned from the portions 
of Winter cited by the Examiner. Moreover, as underst iod, neither Koontz nor Tweady 

rectify this deficiency. j 

Because claims 5, 7 and 9 depend from amended independent claim l t claims 
12-17 depend from amended independent claim 11, and! claim 19 depends from amended 
independent claim 18, it is submitted that these claims ft least are patentable not only because 
of the patentability of the independent claim from whicj they depend but also for the totality 
of features recited respectively therein. 

Claims 2-3 were rejected in the Office J 
being unpatentable over Winter, Koontz, and Tweadey 
Eisenfilhr et al ("EisenflihO and DE 19632240 to Sie 

addition, claim 6 was rejected under 35 U.S.C. § I03(a as being unpatentable over Winter, 
Koontz, and Tweadey, and further in view of U.S. Pate it No. 5,030,503 to Carter et al 
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and further in view of DE 2344616 to 
fried Glaser ("Siegfried")- In 
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("Carter"). \ Iso, claims 10 and 20 were rejected under 35 U.S.C § 10: 0 as being 

unpatentable overwinter, Koontz, andTweadey, and further in view of I.S, Patent No. 

5,099,105 v > Goerenz etal ("Goerenz"). Because claims 2-3, 6 and 10 epend from 

amended in Impendent claim I, claim 20 depends from amended indepe lent claim 18, it is 

submitted t .at these claims at least are patentable not only because of t) patentability of the 

independen claim from which they depend but also for the totality of f tures recited 

respectivel; therein. 

In the Office Action, claims 1, 5, 7-10 and 18-20 were r scted under 35 

UJ5.C. § 1( 3 (a) as being unpatentable over Tweadey in view of Goera and U.S. Patent No. 

5,334,412 1 1 Koni et at C'KonT). This rejection respectfully is traver A 

The Office Action states that with respect to Tweadey, ' Jhe reference is 

silent as to applying the protective layer near the peripheral edge of the oated pane after 

removal of the coating wherein the protective layer is substantially imj rmeable to diffusion 

of water v« ?or and covering at least a portion of the exposed region of >e coated pane and an 

external be unitary edge of the coating." But, the Office Action states t it "[i]t would have 

been obvic j ; to one of ordinary skill in the art at the time the invention vas made to apply 

such that tl e decorative frame and coating abut so as that the frame co rs the uncoated 

region of t ie pane and the external boundary edge of the coating becat c such is known in 

the art, as i i lght by Kom " Applicants respectfully disagree. 

First, Tweadey discloses: 

It \ ill be understood by those skilled in the ait in view of the f sent 

dis ussion, that progression of any edge corrosion which occu? in remaining 

poj ti on 22 would be inhibited by the laminating bond between ie PVB 

lan bating ply 26 and the substrate ply 12 in area 24. As best en in FIG. 2, 

the PVB ply 26 is in substantially direct or immediate contact :th surface 1 8 

of ubstrate ply 12 in the area 24 from which the film stack 16 as been 

rer iove<L 

(Tweac y t Col. 6, lines 56-64). 

As unders ood, the PVB laminating ply 26 in Tweady is disposed subs urtially across the 

entire surf tee of windshield 10 (see, e.g. , Fig. 1). Thus, the PVB lam? tting ply in Tweady 

would be ransparent or otherwise not opaque. In contrast, the invent) \ as claimed in 

amended i a dependent claim 1 recites, inter alia, an opaque protective iyer, and the invention 

as claimec in amended independent claim 18 recites, inter alia, a cera ic protective coating. 

Moreover although the Examiner suggests that "it would have been c ^ous . . . to apply the 

decorative frame of Goerenz to the coated pane of Tweadey," there is o motivation from 

Goerenz c r Tweady to make such a combination. In particular, Twea y provides a 
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laminating bond between 
need forth decorative ft 
Moreover 
process of amended inde 
surface coating and an o\ 
portion of the exposed re 
transparent surface coatii 
Further, none of the citec 
amended independent ch 
coating and a ceramic pr 
portion of the exposed it 
transparent surface coati; 
of the pane. 

In the Off 
being unpatentable over 
Siegfried Because clair 
that these claims at least 
independent claim from 
respecti vely therein. 

In the Ofl 
being unpatentable over 
This rejection respectful 

TheOffic 
layer" and that f< the pres* 
protective layer " Asdi^ 
alia^ a first pane with a t 
protective coating cover 
extending across a portu 
proximate the at least on 
and Floyd fails to render 

Finally, c 
as being unpatentable ov 
submit that because claii 
is patentable not only be 
depends but also for the 



VB laminating ply 26 and substrate ply 12, thereby obv|$ng the 
ne of Goerenz to serve such a purpose, 
one of the cited references, alone or in combination, suggests the 
ndent claim 1 comprising, inter alia, a pane with a transient 
4ue protective layer, with the protective layer covering $^ast a 



on of the coated pane and extending across a portion of 



beyond an edge thereof proximate the peripheral edge c f^he pane. 
Terences, alone or in combination, suggests the process $ 
a 18 comprising, inter alia, a first pane with a transparei surface 
;ctive coating, with the protective coating covering at le;i§| a 
on of the first pane and extending across a portion of the ; £ 

beyond an edge thereof proximate the at least one periph|r al edge 

e Action, claims 2 and 3 were rejected under 35 U.S.C. fil03(a) as 

II ■ 

veadey, Goerenz, and Korn, and further in view of Eisei fphr and 
2 and 3 depend from amended independent claim 1, it i 
?3 patentable not only because of the patentability of the 
lich they depend but also for the totality of features recij p& 



Submitted 



e Action, claims 18-19 were rejected under 35 U.S.C. § KtQ3(a) as 
veadey in view of U.S. Patent No. 5,320,893 to Floyd (jfooyd"). 
also is traversed. |ly 
Action states that "Tweadey teaches . . . applying an adt Se$i ve PVB 
l claim language does not exclude the adhesive layer sej #jig as the 
issed above, however, amended independent claim 18 tt cites, inter 
asparent surface coating and a ceramic protective coatir j^with the 
I at least a portion of the exposed region of the first pan i«nd 
of the transparent surface coating beyond an edge thereofr 
peripheral edge of the pane. Thus, the combination of T$?#adey 
bvious claim 18 or its dependent claim 19. tjj- c 

im 20 was rejected in the Office Action under 35 U.S.C §e!03(a) 
Tweadey and Floyd, and further in view of Goerenz. J Wicants 
20 depends from amended independent claim 18, this c un at least 
use of the patentability of the independent claim from vflpirh it 
cality of features recited respectively therein. 
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lii view of the foregoin ; it is believed that all the pending claims are in 



condition for allowance, which is resp folly requested. If the Examiner does not agree, 

then a personal or telephonic int rviev , respectfully requested to discuss any remaining 

issues so as to expedite the eventual al vvance of the claims. 

A fee is believed to be o for the presentation of new independent claims and 

a Fee Transmittal Sheet i$ submitted c currently herewith. A fee for an extension of time 

also is believed to be due for this subrt sion and a petition for extension of time is submitted 

concurrently herewith. Should any ad ional fees be required, please charge such fees to 

Pennie & Edmonds LLP Deposit Accc it No. 16-1 150. 



Date: September 30, 2003 



Respectfully Submitted, 




Enclosures 



For: 



Seth A, Watkins Reg. No. 47,169 

Victor N. Balancia Reg. No. 31,231 

PENNIE & EDMONDS llf 
1667 K Street, N.W. 
Washington, D-C. 20006 
(202)496^400 ^ 
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